REMARKS 

Applicants and the undersigned are most grateful for the time and effort 
accorded the instant application by the Examiner. 

Upon entry of the instant Amendment, Claims 1-3, 5-14 and 17-21 will be all of 
the claims presently pending before the Examiner. Claims 17-21 are withdrawn from 
consideration. Claims 4, 7, 15 and 16 are cancelled. Instantly, Claims 1 and 8-10 are 
amended. 

Applicants respectfully submit no new matter has been added by the present 
amendments. Support for the amendments can be found generally throughout the 
disclosure. It should be noted this amendment is not in acquiescence of the Office's 
position on the allowability of the claims, but merely to expedite prosecution. 

The Office is respectfully requested to reconsider the rejections presented in the 
outstanding Office Action in light of the following remarks. 

I. CLAIM REJECTIONS 

A. Rejections Under 35 U.S.C. § 102(b) 
i. Hess et al. 

Claims 1-3, 5, 7-9, 13 and 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hess et al., USPN 4,100,224 (hereinafter "Hess "). 

Claim 1 now includes the subject matter of canceled Claim 7, namely, the 

inclusion of a nanoscale filler. As provided in Applicants' disclosure, "[n]anoscale fillers 
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are particles whose linear dimension in a selectable direction is less than 
1 micrometer." (Pg. 9, Lines 9-10). 

As best understood, Hess "[r]elates to stable organic dispersions, which can be 
cured with little shrinkage, based on cr,/3-ethyIenically unsaturated polyester resins, 
certain thermoplastic polymers and ethylene/vinyl acetate copolymers as dispersing 
agents." (Col. 1 , Lines 6-11). Hess appears to provide for the addition of various 
inorganic fillers. Specifically, Hess provides, "[i]norganic fillers ...are, for example, 
chalk, talc, quartz powder and slate powder, kaolin, calcite, dolomite, mica, baryte, 
kieselguhr and aluminas." (Col 7, Lines 1-6). 

Hess, however, in stark contrast to the claimed invention, fails to teach the use of 
a nano-scale filler. The mere mention of an inorganic filler fails to disclose the claimed 
nano-scale filler and, therefore, Hess fails to anticipate the claimed invention, since, at 
the very least, "[anticipation requires the disclosure in a single prior art reference of 
each element of the claim under construction." (W.L. Gore & Associates, Inc. v. 
Garlock, 721 F.2d 1540, 1554 (Fed. Cir. 1983)). 

In light of the above the present rejections should be withdrawn. 

A. Rejections Under 35 U.S.C. § 102(b) 

i. Hess et al. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hess. 
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The Examiner points out Hess fails to teach the claimed range of vinyl acetate 
per Claim 6, but that it would have been obvious, because of an overlap at 80%. 

Firstly, a prima facie case of obviousness has not been established due to the 
failing of Hess to teach or suggest the inclusion of a nano-scale filler as explained 
above. As the Examiner is assuredly aware, to establish a prima facie case of 
obviousness, the USPTO must satisfy the following requirement, among others: the 
prior art reference must teach or suggest all of the limitations of the claims. (In re 
Wilson, 165 USPQ 494, 496, (CCPA 1970)). In addition, Applicants also note that the 
claimed range of 80-90% by weight of vinyl acetate is not an obvious variant of the 50- 
80% range disclosed by Hess, since Hess clearly teaches the use of less than 80% is 
preferred, thereby, indicating the claimed range is not obvious, which is mostly greater 
than 80% is not obvious. 

For the aforementioned reasons, the rejection should be withdrawn. 

ii. Carrus et. al. 

Claims 1-3 and 5-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Carrus et al., U.S. Pub. No. 2003/0008158 (hereinafter "Carrus"). 

As best understood, Carrus relates to a cable having a coating formed of a 
composite material obtained via the intercalation of a polymer and inorganic material 
(having a lamellar structure) treated with a sufficient quantity of compatibilizer. 
(Paragraph [0009]). 
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As indicated by the Office, Carrus fails to teach the mixing of ethylene-vinyl 
acetate with a polyamide. (Office Action, Pg. 3). However, the Examiner opines the 
same as being obvious. Applicants must respectfully disagree. 

Contrary to the Examiner's reading of Carrus, Carrus clearly teaches away from 
the combination of EVA and polyamide. Specifically, Carrus teaches at paragraph 
0026 various types of polymers that may be used, which includes EVA. However, 
Carrus then in the next paragraph (0027) states, "alternatively" the polymer may be 
selected from polymers having amide groups. 

"Alternatively" means "a proposition or situation offering a choice between two or 
more things only one of which may be chosen." (Merriam Webster Online Dictionary). 
As such, Carrus clearly provides for the mutually exclusive selection of EVA or 
polyamide, but not both. This is also reflected in the Carrus Examples of the invention 
in which the combination of polymers is not used. 

Since it is clear that Carrus fails to suggest, to one skilled in the art, the 
combination of EVA and polyamide due to Carrus' express teaching away from such a 
combination, the present rejections should now be withdrawn. 

iii. Mizuno et. al. 

Claims 1-3, 5-7 and 9-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mizuno et al., USPN 4,284,550 (hereinafter "Mizuno"). 

As best understood, Mizuno relates to "[a] flame-retarding resin composition 
comprising (1) polybutylene terephthalate, (2) an organohalogen compound as a flame- 
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retarding agent, (3) a flame-retarding supplementary agent, (4) calcium sulfate, and (5) 
an inorganic fibrous reinforcing agent, and optionally (6) at least one polymer selected 
from a saponified polyvinyl acetate having a saponification degree of greater than 50 
mole %, an ethylene/vinyl acetate copolymer, and a saponified ethylene/vinyl acetate 
copolymer." (Abstract). 

The Office opines that Mizuno teaches nanoscale fillers being oxides of metals. 
(Office Action, Pg. 5). However, while Mizuno appears to disclose the use of a flame 
retarding supplementary agent, which can be oxides, carbonates or hydroxides of 
metals (Col. 3, Lines 47-48), no mention is made of the use of a nano-scale filler. 
Stated differently, there is no disclosure that Mizuno's retarding supplementary agent is 
a nano-scale filler material. Furthermore, no advantage for using a nano-scale filler is 
even contemplated in Mizuno. 

Similarly to Carrus above, the failure of Mizuno to teach or suggest the use of a 
nano-scale filler fails to establish a prima facie case of obviousness, since the prior art 
reference fails to teach or suggest all of the limitations of the claims. 

The present rejections can be appropriately withdrawn at this juncture. 

II. CONCLUSION 

In view of the foregoing, it is respectfully submitted that Claims 1 , 3-7, and 10-13 
are fully distinguishable over the applied art and are thus in condition for allowance. 
Notice to the effect is earnestly solicited. 
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If there are any further issues in this application, the Examiner is invited to 
contact the undersigned at the telephone number listed below. 

The USPTO is hereby authorized to charge any fees, including any fees for an 
extension of time or those under 37 CFR 1.16 or 1.17, which may be required by this 
paper, and/or to credit any overpayments to Deposit Account No. 50-2527. 



LANXESS Corporation 
Law & Intellectual Property Department 
111 RIDC Park West Drive 
Pittsburgh, Pennsylvania 15275-1 112 
(412) 809-2234 

FACSIMILE PHONE NUMBER: 
(412) 809-1054 



s:\law shared\shared\patents\7000-7999\7856\7856 response aug 2010.doc 




Respectfully, 



Nicanor A. Kohncke 
Attorney for Applicants 
Reg. No. 57,348 
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